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REMARKS 

Tn the Office Action, the Examiner rejected claims 1-2, 8-12 and 16-18 under 35 U.S.C. 
103(a) as being unpatentable over United States Patent No. 6,450,674 (Deniey) in view of United 
States Patent No. 6,471 ,386 (Oh), rejected claims 3-4 and 13 under 35 U.S.C. 103(a) as being 
unpatentable over a combination of Deniey and United States Patent No. 5,927,071 (Asaniuna ct 
al.), rejected claims 7 and 15 as being unpatentable over a combination of Oh and United States 
Patent No. 6,779,835 (Fox et al.), and rejected claims 5-6 and 14 under 35 U.S.C. 103(a) as bein 
unpatentable over a combination of Oh and United States Publication No. 2004/0086324 
(Rcrtram et al.). Applicant respectfully traverses. 

Independent claim 1 claims a rotatable input member, gearing in the housing configured 
to provide that rotation of the rotatable input member causes extension : and retraction of sa d 
adjuster member, that the adjuster member is extendable and retractable into and out of contact 
with the expandable member and that the adjuster member is configured to be retractable to such 
an extent that the end of the adjuster member contacts and pushes on the expandable memt cr. 
Also claimed is the fact that the expandable member is configured to expand upon the end of the 
adjuster member contacting and pushing on the expandable member to accommodate retraction 
of the adjuster member. Claim 1 1 is similar, but is directed to a method. 

hn 

In the Office Action, the Examiner rejected claims 1-2, 8-12 and 16-18 under 35 U. 3.C. ^-^ 
1 03(a) as being unpatentable over Oh. According to the Examiner, Deniey teaches the clai: ned O 
invention except for an expandable member. The Examiner asserts that "Oh discloses an ""^ 
expandable member (13), and that the expandable member is confkured lo expand upon sa id 
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second end of said adjuster member con tacting and pushing on said expandable member " 
Applicant respectfully asserts that the Examiner is misinterpreting Oh.; While the Examiner 
asserts that part number 15 is an adjuster member, part number 15 is merely a snap fitting oin. 
While Oh does disclose a bellows spring bracket (part number 1 3), the bellows is not used to 
accommodate the retraction of an adjuster membeT upon rotation of a r'otatable input mem >er. In 
Ok there is no input member which is rotaiable to cause the snap fitting pin 15 to retract s ich 
that an end of the pin 15 contacts and pushes on part 13. In contrast, the bellows spring br icket 
is provided merely to withstand impact (sce : for example, col. 3, lines 37-40). In Oh, the end of 
part number 1 5 is not retractable such that it contacts part number 1 3, and part number 1 3 . loes 
not expand to accommodate the retraction. Again, Applicant respectfully asserts that the 
Examiner is misinterpreting the Oh reference. 
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Furthermore, even if Oh djd disclose what the Examiner asserts, Applicant submit ; that 
there is no motivation in the prior art to combine Denley and Oh as asserted by the Examiner. As 
the Federal Circuit stated in In re Fritch , 972 F.2d 1260, 23 USPQ2d 1780, 1783-84 (Fed. Cir. 
1992): 

The mere fact that the prior art may be modified in the manner suggested 
by the Examiner does not make the modification obvious unless the prior 
art suggested the desirability of the modification. Wilson and Hendrix fail 
to suggest any motivation for, or desirability of, the changes espoused by 
the Examiner and endorsed by the Board. 

Here the Examiner relied upon hindsight to arrive at the determination of 
obviousness. It is impermissible to use the claimed invention as an 
instruction manual or ' template" to piece together the teachings of the 
prior art so that the claimed invention is rendered obvious. This court has 
previously stated that ;, [o]ne cannot use hindsight reconstruction to pick 
and choose among isolated disclosures in the prior art to deprecate the 
claimed invention." 

In the present case, the prior art did not suggest the desirability of the modification >f 
Denley asserted by the Examiner. Furthermore, there cannot be said to be a suggestion to O 

o 

combine re ferences where the on I y source of the suggestion comes from the present applic; lion. ^ 
As stated by the Federal Circuit in ACS Hospital Svs.. Inc. v. Monlcfiore Hosp ital. 717 F.2S 
1572,221 USPQ 929 (1984); 



The Court below identified no source, other than the Sonnenberg 
patent itself, for the suggestion to use override switching means in a 
television rental system. Obviousness cannot be established by 
combining the teaching of the prior art to produce the claimed 
invention, absent some teaching or suggestion supporting the 
combination. Under section 103, teachings of references can be 
combined only if there is some suggestion or incentive to do so. The 
prior art of record fails to provide any such suggestion or inventive. 
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In the present case, the Kxaminer has not identified any suggestion or incentive to 
combine the references indicated in the Office Action, other than referring to the present 
invention itself. As such, Applicant respectfully submits that the combination of Denley and Oh 
asserted by die Kxaminer is improper, and the rejection should be withdrawn. Also, as de? cribed 
above, Applicant respectfully submits that Oh does not disclose what the Examiner asserts that 
Oh discloses. As such, even if Denley and Oh were to be combined, one would not arrive at the 
present invention. 

Applicant respectfully asserts that not only is there no motivation to combine Denl.vy and 
Oh as the Examiner asserts, but that the Denley reference teaches away from such a modification 
(i.e., to provide an expandable member which is configured to expand upon an end of the 
adjuster member contacting and pushing on the expandable member). In Denley (see col. 4, lines 
45-50. as well as col. 6, lines 22-37, and col. 12, lines 26-43), member :190c is described a£ 
having an internal stop wall 124a which works to limit retraction (as opposed to accommod ate 
retraction as in the present invention) of the adjuster output shaft 1 04a fviz-a-viz contact b< tween 
the end 122a ofthe adjuster output shaft 104a and the internal stop wall 124a of member l?iOc). 

A basic tenet of U.S. patent law is that "an invention thai otherwise might be viewe 1 as 
an obvious modification ofthe prior art will not be deemed obvious in a patent law sense v,hen 
one or more prior art references "teach away" from the invention." Chisum on Patents, § 
5.03[3], at 5-135 (2000). See, for example, Gillette Co. v. S.C. Johnson & Sons Tnr 16 
USPQ2d 1 923, 1927 (Fed. Cir. 1 990) (stating that the closest prior art reference "would lik.:ly 
discourage the an worker from attempting the substitution suggested by the 
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[inventor/patentee]"); American Sta ndard Inc. v. PfW tn,> n 14 USPQ2d 1673, 1707 (D. Del. 
1 989) (stating that "[although each reference used in an obviousness inquiry does not ka\ e to be 
enabling . . . disclosures in the references that 'teach away' from (he claimed invention cannot be 
disregarded^); Phillips Petroleum Co. v. U.S. Steel Corp 6 USPQ2d 1065, 1093 (D. Del. 1987), 
qtTd, 9 USPQ2d 1461 (Fed. Cir. 1989) (holding that "the prior art references relied upon oust be 
considered in their entirety . . . Disclosures in the references that diverge from and teach a> vay 
from the invention cannot he disregarded"); Dow Chemical Co. v. t IniieH RtatA* 1 8 USPC'2d 
1657, 1 662 (CI. Ct. 1990) (staling "this is a classic case of 'teaching away 5 from the inven ion"). 

J.n light of the foregoing, Applicant respectfully asserts thai the rejection of claims -2, 8- 
12 and 16-18 under 35 U.S.C. 103(a) as being unpatentable over a combination of Denley md 
Oh should be withdrawn. 

i 

In the Office Action, the Examiner also rejected claims 3-4 and 13 under 35 U.S.C. 
103(a) as being unpatentable ov er a combination of Denley and Asanuma et al. In making the 
rejection, the Examiner discusses Oh and Asanuma ct al. Therefore, it is unclear whether tie 
Examiner meant to reject claims 3-4 and 1 3 under 35 U.S.C. 103(a) as being unpatentable over a ^ 
combination of ftenlcy, Oh and Asanuma et al., or a combination of only Oh and Asanuma et al O 
Regardless, Applicant respectfully traverses. As discussed above, Denley does not teach ai.y ^ 
expandable member and instead discloses member 190c as having an internal stop wall 1 U a 
which works to limil retraction (as opposed to accommodate retraction as in the present 
invention) of the adjuster output shaft 104a (viz-a-viz contact between the end 122a of the 
adjuster output shaft 104a and the internal stop wall 124a of member 1 90c). As such, Appl cant 
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respectfully asserts that Denlcy leaches away from a modification which includes an expandable 
member that is contacted by an adjuster output shaft during its retraction, whether the expandable 
member is made out of rubber or not (as set forth in claims 3-4 and 13). Additionally, as 
described above, Applicant respectfully asserts that the Examiner is misinterpreting Oh. While 
the Examiner asserts that part number 1 5 is an adjuster member, part number 1 5 is merely a snap 
fitting pin. While Oh does disclose a bellows spring bracket (part number 13), the bellow- is not 
used to accommodate the retraction of an adjuster member upon rotation of a rotatable inp it 
membcr. in Oh, there is no input member which is rotatable to cause the snap fitting pin 1 5 to 
retract such thai an end of the pin 15 contacts and pushes on part 13. In contrast, the bellows 
spring bracket is provided merely to withstand impact (see, for example, col. 3, lines 37-4C). In 
Oh, the end of part number 1 5 i s not retractable such that it contacts part number 1 3, and p. irt ^ 
number 13 does not expand to accommodate the retraction. Applicant respectfully asserts hat 
the rejection of claims 3-4 and 1 3 should be withdrawn. 

In the Office Action, ihe Examiner also rejected claims 7 and 15 under 35 U.S.C. 1 03(a) 
as being unpatentable over a combination of Oh and Uniied States Patent No. 6,779,835 (F >x ct 
al.), and rejected claims 5-6 and 14 under 35 U.S.C. 103(a) as being unpatentable over a 
combination of Oh and United States Patent Application Publication No. 2004/0086324 (R :rtram 
ct al.). As described above, Applicant respectfully asserts that the Examiner is misinterpret ng 
Oh, and that Oh does not disclose an expandable member that is configured to expand upon an 
end of an adjuster member contacting and pushing on the expandable member. Additionally, in 
Oh, there is no input member which is rotatable to cause the snap fitting pin 15 to retract su ;h 
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that an end of the pin 15 contacts and pushes on part 13. In contrast, the bellows spring backet 
is provided merely to withstand impact (see, for example, col. 3, lines 37-40). In Oh, the <:nd of 
part number 15 is not retractable such that it contacts part number 1 3, and part number 13 does 
not expand to accommodate the reu-action. Applicant respectfully asserts that the rejectioi . of 
claims 7 and 15 citing a combination of Oh and Fox et al. should be withdrawn, and that the 
rejection of claims 5-6 and 14 citing a combination of Oh and Bertram et al. should be 
withdrawn. 

Independent claim 1 claims a rotatable input member, gearing in the housing confif ;ured 
to provide that rotation of die rotatable input member causes exlensionand retraction of sa d 
adjuster member, that the adjuster member is extendable and retractable into and out of contact m 



5^ 



with the expandable member and that the adjuster member is conligured to be retractable to such 
an extent that the end of the adjuster member contacts and pushes on the expandable memt cr. 
Also claimed is the fact that the expandable member is configured to expand upon the end of the 

So 

adjuster member contacting and pushing on the expandable member to accommodate rctrac tion fJJ 
of the adjuster member. Claim 1 1 is similar, but is directed to a method. Applicant respecifully O 
submits that none of the cited references, either alone or in combination, disclose or sugges : the 
present invention as claimed. 
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Applicant respectfully asserts that claims 1 and 1 1 of the present application, and t lose 
claims which depend therefrom, are allowable, and that the present application should be passed 
to issuance. 

Should the present claims not be deemed adequate to effectively define the patentable 
subject matter, the Examiner is respectfully urged to call the undersigned attorney of recor-1 to 
discuss the claims in an effort to reach an agreement toward allowance of the present appli;ation. 

Respectfully submitted, 



Date: March 16. 2006 & 




942485 WID 



James R. Foley, Reg. N4r 39,979 




Attorneys for Applicant 
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